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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claims 1-35, drawn to an insert for use in a beverage preparation 

machine. 

Group II, claims 36-50, drawn to a beverage preparation system. 
Group III, claim 51 , drawn to a method for dispensing a beverage. 

2. The inventions listed as Groups l-lll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The common 
technical feature in all groups is making a beverage, and Burrows et al teaches a 
beverage making machine and method, and an insert used in the machine. 

During a telephone conversation with James Kmeger on 2/16/10 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-35. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 36-51 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -35 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the inlet and outlet of the brew head". It is not clear 
it the "the inlet and outlet of the brew head" refer to the "upwardly directed inlet" and 
"downwardly directed outlet" or different inlet and outlet of the brew head, thus there is 
insufficient antecedent basis for this limitation in the claim. 

The term "generally" in the phrase "generally in an inward direction" in claim 30 
and "sufficient" in claim 18 are terms of degree which renders the claim indefinite. The 
term "generally" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 

Claim 20 recites "the upper part", it is not clear if "the upper part" refers to "the 
upper part of the insert". There is insufficient antecedent basis for this limitation in the 
claim. 

Claims 2-35 are rejected since they are dependent on claim 1 and/or claim 
30/18/20. 



Claim Rejections - 35 USC § 103 
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3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burrows et al. (US 6,634,281), hereafter Burrows, and in view of Cai (US 7,032,503). 

Regarding claims 1 , 12-13, Burrows teaches an insert (12) for use in a beverage 
preparation machine (10) of a type comprising a brew head (28) suitable for receiving a 
rigid or semi-rigid cartridge (cavity 32 can receive cartridge), the brew head comprising 
an upwardly directed inlet (62) for supplying water to the brew head, a downwardly 
directed outlet (79) for outflow of beverage produced by the machine, the insert 
comprising an upper part (cap 77), a lower part (12), the upper and lower parts being 
moveable between an open configuration in which a quantity of beverage ingredients 
may be loaded into the insert and a closed configuration in which the upper and lower 
parts are closed to define therebetween a brewing volume containing, in use, the 
quantity of beverage ingredients, the lower part comprising an inlet (64) and an outlet 
(holes on mash 78) arranged to communicate respectively with the upwardly directed 
inlet (62) and the downwardly directed outlet (79) of the brew head of the beverage 
preparation machine when the insert is inserted into the machine such that, in use, 
water from the inlet of the brew head passes upwardly through the inlet of the insert into 
the brewing volume and such that beverage produced from the water and the quantity 
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of beverage ingredients passes downwardly through the outlet of the insert to flow out of 
the downwardly directed outlet of the brew head (col. 5, lines 49-54, col. 6, lines 58-62). 

Burrows does not teach explicitly a sealing means to seal the upper and lower 
parts when they are closed to form the brewing chamber; or the sealing means 
comprises a ring seal or an O-ring for sealing around a periphery of the brewing volume. 

In the same field of endeavor of beverage brewing machine, Cai teaches a 
sealing means (a ring seal 25 or O-ring 16) used to form airtight seal for a brewing 
chamber (col. 3, lines 12-14). 

Thus it would have been obvious to a person of ordinary skill in the art at the time 
of invention to use a ring seal or O-ring between the basket 12 and the cap 77 to form 
airtight connection there-between thus to ensure no hot steam escapes outside to burn 
the user. 

Regarding claim 2, Burrows teaches that the insert as claimed in claim 1 wherein 
the quantity of beverage ingredients (ground coffee) loaded in use into the receptacle 
are loose (ground coffee is loose). 

Regarding claim 3, Burrows teaches that the insert as claimed in claim 2 wherein 
the insert comprises filtering means (78) between the brewing volume and the outlet of 
the insert. 

Regarding claim 4, Burrows teaches that the insert as claimed in claim 1 wherein 
the quantity of beverage ingredients loaded in use into the receptacle are contained in a 
container (inner container formed by 78, Fig, 7) comprising filtering means (12 is a 
container with filtering means). 
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Regarding claim 5, Burrows teaches that the insert as claimed in claim 4 wherein 
the container is flexible (78 is mesh or mash-like and thus flexible). 

Regarding claim 6, Burrows teaches that the insert as claimed in claim 5 wherein 
the container is formed at least in part from a filtering membrane (78 is mesh or mesh- 
like membrane). 

Regarding claim 7, Burrows teaches that the insert as claimed in claim 6, 
wherein the container is a filter bag (Fig. 7, the portion of 78 is shaped like a bag). 

Regarding claims 8-9, Burrows teaches the limitaions of claim 4, but does not 
teach that the container is a rigid or semi-rigid cartridge. 

However since Burrow teaches a beverage machine with brewing head and 
basket, thus it would have been obvious to a person of ordinary skill in the art at the 
time of invention to insert a rigid or semi-rigid cartridge of any of semi-spherical, 
cylindrical, round or square in shape in the brewing basket to make beverages. 

Regarding claims 10-11, Burrows in view of Cai teaches that the insert as 
claimed in claim 9, wherein the sealing means (16) is located on or in an upper part or 
the lower part of the insert (Figs. 1 -2 of Cai). 

Regarding claim 14, it is well known that O-rings are commonly made from an 
elastomeric material. 

Regarding claim 1 5, Burrows in view of Cai teaches that the insert as claimed in 
claim 14, wherein the upper part and the lower part are disconnected from one another 
(Fig. 6 of Burrows). 
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Regarding claims 1 6 and 1 7, Burrows teaches the limitaions of claim 1 5, but 
does not teach that the upper part and lower part comprise co-operating formations to 
permit snap-fitting together of the upper part and lower part; or the upper part and lower 
part are joined by a hinge allowing the upper and lower parts to move between the open 
and closed configurations. 

However it is well known that snap-fitting is a commonly used means to fit a cap 
to a receptacle to form a closed chamber, and a hinge is commonly used to open and 
close a lid; thus it would have been obvious to a person of ordinary skill in the art at the 
time of invention to include co-operating formations or hinge means to permit snap- 
fitting together of the cap 77 and the receptacle 12 to form an enclosed brewing 
chamber, or close and open the cap through the hinge means. 

Regarding claims 18-19, Burrows teaches the limitations of claim 17, Burrows 
also teaches a closure mechanism of the beverage preparation machine (lid 38) that the 
insert is rigid or semi-rigid, and sufficient force is applied to a cap 77 to close the basket 
to prevent undesired spilling (col. 6, lines 25-28) {Regarding claim 18); and the lower 
surface of the insert seals against the inlet of the brew head of the beverage preparation 
machine (col. 5, Iines38-41 ) (Regarding claim 19). Burrow does not teach that said 
closure mechanism (38) squeezes the insert. 

However it would have been obvious to a person of ordinary skill in the art at the 
time of invention to extend the lid 38 to cover the whole top section of brew head 28 to 
prevent dust from getting in the cavity 32 and to improve the hygiene. Thus when 
pressure is applied to the extended lid to close the lid portion, cap 12 of the insert will be 
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squeezed to seal against the receptacle of 12, and the lower surface of the insert 12 will 
seal against the inlet of brew head for hot water communication. 

Regarding claim 20, Burrows in view of Cai does not teach that the upper part is 
in the form of a domed shell, however a doomed shell or other shape would be a design 
choice. 

Regarding claim 21 , Burrows teaches that the lower part of the insert is formed 
as one piece (brewing basket 12 is one piece in use). 

Regarding claim 22, Burrows teaches that the lower part of the insert is formed 
from more than one piece (basket 12 is formed from more than one piece, 72, 82, 78, 
etc). 

Regarding claim 23, Burrows teaches that the insert is disc-shaped (the upper 
cap 77 is disc-shaped). 

Regarding claim 24, Burrows teaches that the insert is formed from plastic (col. 
5, line 46). 

Regarding claim 25, Burrows teaches that the inlet and outlet of the insert are 
coplanar. 

5. Claims 26-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burrows et al. (US 6,634,281 ), hereafter Burrows, and in view of Halliday et al (US 
2004/0197444), hereafter Halliday. 

Regarding claim 26, Burrows teaches the limitations of claim 25, but does not 
teach that the insert further comprising an aperture for receiving on insertion of the 
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insert in the beverage machine a window of a bar code reader or RFID reader of said 
machine. 

In the same field of endeavor of beverage brewing machine, Halliday teaches an 
insert (255), and the insert further comprising an aperture (326) for receiving on 
insertion of the insert in the beverage machine a window of a bar code reader or RFID 
reader of said machine (par. 0196). 

Thus it would have been obvious to a person of ordinary skill in the art at the time 
of invention to include an aperture for receiving a barcode reader to retrieve the 
operation information stored in the bar code of the cartridges, thus when cartridges are 
used in the basket 12, the brewing operations can be carried out accurately according 
to the stored information to ensure quality. 

Regarding claim 27, since the location for the aperture to receive the bar code 
reader is dependent on the location of bar code, thus it can be located coplanar with the 
inlet and outlet of the insert. 

Regarding claim 28, since the location of the inlet depends on the inlet of the 
brewer and the relative position of the insert and the brewer, thus the inlet of the insert 
can be located at or near a periphery of the insert and the outlet of the insert is located 
at a centre of the insert. 

Regarding claim 29, Burrows teaches that the insert as claimed in claim 28, 
wherein, in use, flow through the insert is from the inlet to the outlet. 
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Regarding claim 30, Burrows teaches that the insert as claimed in claim 29 
wherein, in use, flow through the insert is generally in an inward direction from the inlet 
to the outlet. 

Regarding claim 31 , Burrows teaches that the insert as claimed in claim 30, 
further comprising rotatable means (64 can rotate on 60) for rotatably attaching the 
insert to the beverage preparation machine. 

Regarding claim 32, Burrows teaches that the insert as claimed in claim 31 
wherein the rotatable means allows the insert to be rotated on closure of the closure 
mechanism into a horizontal orientation such that a lower surface of the insert is sealed 
against the inlet of the brew head. 

Regarding claim 33, Burrows teaches that the insert as claimed in claim 32 
wherein the rotatable means comprises one leg (64) which is attachable to, and 
rotatable about, one pivot points (62) of the brew head. 

Regarding claims 34 and 35, Burrows teaches the limitations of claim 33, but 
does not teach that the insert that further comprising coding means for controlling 
operation of said beverage preparation machine. 

In the same field of endeavor of beverage brewing machine, Halliday teaches an 
insert comprising coding means (Fig. 45, bar code 320, par. 0196) for controlling 
operation of said beverage preparation machine so that the beverage machine can be 
operated according to the operational parameters can be stored in the barcode to 
ensure the best quality of the beverages. 
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Thus it would have been obvious to a person of ordinary skill in the art at the time 
of invention to include bar code of the insert of Burrow and store operation information 
in the barcode so to inform the user for the proper operation to ensure the best 
beverage quality. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JIANYING ATKISSON whose telephone number is 
(571)270-7740. The examiner can normally be reached on Mon-Friday. 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tu Hoang can be reached on (571 )-272-4780. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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